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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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DETAILED ACTION 
Response to Amendment 

The "Amendment" filed on June 5, 2006 has been considered. 

The Examiner notes that applicant must make an affirmation of the election. 
During a telephone conversation on February 15, 2006 with Mr. Kimbell, a provisional 
election was made without traverse to prosecute the invention of I, claims 1-5 and 7-10. 

Claim 1 is amended. Claims 1-5 and 7-10 remain pending in this application. 
Claims 17-20 have been withdrawn from consideration as being directed to a non- 
elected invention. See 37 CFR 1 .142(b) and MPEP § 821 .03. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
Patent No. 4,943,939 to Hoover. 

Hoover discloses the scanner (col. 4, lines 3-6); a container (col. 2, lines 56-61 ; 
col. 5, lines 28-52); counter (col. 2, lines 40-44); and a reconciling device (col. 2, line 62 
- col. 3, line 6; col. 3, line 64 - col. 4, line 6). The Hoover reference is capable of 
performing the recited functions. 

Examiner notes that the clauses "for..." and "adapted for..." are statements of 
intended use, which do not patentably, distinguish the claimed apparatus. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2-5 and 7-10 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over U.S. Patent No. 4,943,939 to Hoover in view of U.S. Patent No. 

5,629,498 to Pollock et al. 

Hoover, substantially discloses the claimed invention, however, it does not 
disclose a reader [claim 2]; an identification device [claim 3]; a memory [claims 4-5]; 
an internal counter which is connected the counter [claims 7-8]; an alarm mechanism 
[claim 9]; disposable jar and a light emitting diode display [claim 10]. Hoover discloses 
a digital computer for receiving and decoding signals from the dispenser and the storer 
which decoded signals to enable the computer to count the number of surgical 
instruments dispensed and received (col. 2, lines 38-44). Hoover further discloses a 
computer scanning a digital image or dark and light areas crated by the instruments 
(col. 4, lines 3-5). 

Pollock, on the other hand, teaches a scanner includes a reader (col. 8, lines 33- 
39); an identification device (col. 8, lines 31-60); a memory (col. 9, line 42); an internal 
counter which is connected the counter (col. 6, line 63 - col. 7, line 7; col. 7, lines 64-67; 
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col. 9, lines 1-12); an alarm mechanism (col. 3, lines 39-41); disposable jar and a light 
emitting diode display (col. 3, lines 3-7; col. 10, lines 2-4). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention was made to modify the apparatus of Hoover, to include a reader, 
an identification device, a memory, an internal counter, an alarm mechanism, a 
disposable jar and light emitting diode, as taught by Pollock, in order to decrease the 
potential for errors in the counting and tracking process (Pollock, col. 2, lines 32-33). 

Response to Arguments 

Applicant's arguments filed June 5, 2006 have been fully considered but they are 
not persuasive. 

Applicant remarks that Hoover does not teach "a container". Applicant further 
remarks that "the container identified by the Examiner is actually a modified Mayo 
stand". 

The Examiner notes that Hoover does teach "a container". Hoover teaches an 
apparatus for accounting for surgical instrument dispensed into and withdrawn from the 
surgical operating environment (abstract). In col. 5, lines 37-44, Hoover further teaches 
a storer of used instruments and a digital computer for receiving and decoding signals 
from the dispenser and the storer which decode signals to enable the computer to count 
the numbers of surgical instrument dispensed and received and to compare the number 
of instruments entering he operating environment from the dispenser to the number 
removed to the storer from the operating environment. The storer is a modified Mayo 
stand (col. 2, line 55). The modified Mayo stand has a transparent surface supported 
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by a pedestal. The surface has edges raised for elevating instruments placed thereon 
between uses and after use. (Col. 5, lines 28-32) An array of fiber optic filaments is in 
the surface of the Mayo stand (col. 5, lines 34-35). 

Such storer of used instruments and a digital computer for receiving and 
decoding signals from the dispenser and the storer which decode signals to enable the 
computer to count the numbers of surgical instrument dispensed and received and to 
compare the number of instruments entering he operating environment from the 
dispenser to the number removed to the storer from the operating environment; the 
storer being a modified Mayo stand with a transparent surface wherein the surface has 
edges raised and an array of fiber optic filament are considered the container. 

Applicant remarks "that Hoover does not actually disclose a container for 
receiving the medical objects, so that the Examiner would need to relay on Pollock for 
this element". Furthermore, Applicant remarks "that it is therefore clear that one having 
ordinary skill in the art would have no motivation to combine the two references...". 

The Examiner notes that Hoover does disclose the container, as discussed 
above. Pollock was cited for teaching the scanner, an identification device, a memory, 
an internal counter; an alarm mechanism; and a disposable jar and a light emitting 
diode display used in a tracking device in a surgical environment. 

In response to applicant's remark that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 



Application/Control Number: 09/845,754 Page 6 

Art Unit: 3627 

references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the motivation 
was "to decrease the potential for errs in the counting and tracking process" found in 
Pollock, col. 2, lines 32-33. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marissa Thein whose telephone number is 571-272- 
6764. The examiner can normally be reached on M-F 8:00-5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alex Kalinowski can be reached on 571-272-6771 . The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Mtot 

August 18, 2006 





